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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent temi adjustment. See 37 CFR 1.704(b). 

Status 

I )^ Responsive to communication(s) filed on 31 October 2003 . 
2a)n This action is FINAL. 2b)El This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1^7 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1^ is/are rejected. 
?)□ Claim{s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) g| The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on 31 October 2003 is/are: a)S accepted or b)D objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached OfTice Action or fomn PTO-152. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
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1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1 . Claims 1 - 7 are pending and are considered below. 

DETAILED ACTION 
Specification 

2. The disclosure is objected to because of the following informalities: in paragraph 
27 "sua sponte" in the last sentence is believed to be a typographical error. Appropriate 
correction is required. 

Claim Objections 

3. Claim 6 is objected to because of the following informalities: claim 6 is dependent 
on claim 5 but the two claims are mutually exclusive. It is believed claim 6 should 
depend on claim 1 and is treated as such below. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his Invention. 

5. Claim 1 recites the limitation "the first software" in the last three lines. There is 
Insufficient antecedent basis for this limitation in the claim. 

6. Claim 3 recites the limitation "the requested software download" in the first three 
lines. There is insufficient antecedent basis for this limitation in the claim. But it is 
believed claim 3 should depend on claim 2 and is treated as such below. 
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Double Patenting 



7. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg, Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

8. Claims 1 - 7 are provisionally rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 1 - 7 of copending Application No. 10/674,841. This is a 
provisional double patenting rejection since the conflicting claims have not in fact been 
patented. 



Current Application 


Application No. 10/674.841 


1 . A service for regulating a download of a 
software from a server to a client computer 
on a network, the regulating being 
determined by a physical location of the 
client computer on which the software is to 
be downloaded, the service comprising: 
storing a first list of authorized location 
ranges where a client computer is 
authorized to receive a download of a 
software from a server; determining a 
physical location of the client computer; 
comparing the physical location of the 
client computer with the first list of 
authorized location ranges; and 
downloading the first software only if the 


1 . A method for regulating a download of a 
software from a server to a client computer 
on a network, the regulating being 
determined by a physical location of the 
client computer on which the software is to 
be downloaded, the method comprising: 
storing a first list of authorized location 
ranges where a client computer is 
authorized to receive a download of a 
software from a server; determining a 
physical location of the client computer; 
comparing the physical location of the 
client computer with the first list of 
authorized location ranges; and 
downloading the first software only if the 
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physical location of the client computer is 
within the range of one of the authorized 
location ranges from the first list of 
authorized location ranges. 

2. The service of claim 1 , further 
comprising: upon determining that the 
physical location of the client computer is 
not within the first list of authorized 
location ranges, requesting a download of 
a second software, the second software 
having a second list of authorized location 
ranges; comparing the physical location of 
the client computer with the second list of 
authorized location ranges, and 
downloading the second software only if 
the physical location of the client computer 
is within the range of one of the authorized 
location ranges from the second list of 
authorized location ranges. 

3. The service of claim 1 , further 
comprising: upon determining that the 
client computer is not located within an 
authorized area for the requested software 
download, generating an alert to a 
software administrator server of the 
unauthorized area in which the client 
computer is located while attempting to 
download a restricted application. 

4. The service of claim 2, wherein the first 
and second lists of authorized location 
ranges are stored in the server. 

5. The service of claim 1 , wherein the 
physical location of the computer is 
determined from a Global Positioning 
System (GPS) signal. 

6. The service of claim 5, wherein the 
physical location of the computer is 
determined from a local enterprise 
generated signal. 

7. The service of claim 6, wherein the local 



physical location of the client computer is 
within the range of one of the authorized 
location ranges from the first list of 
authorized location ranges. 

2. The method of claim 1 , further 
comprising: upon determining that the 
physical location of the client computer is 
not within the first list of authorized 
location ranges, requesting a download of 
a second software, the second software 
having a second list of authorized location 
ranges; comparing the physical location of 
the client computer with the second list of 
authorized location ranges, and 
downloading the second software only if 
the physical location of the client computer 
is within the range of one of the authorized 
location ranges from the second list of 
authorized location ranges. 

3. The method of claim 1 , further 
comprising: upon detemiining that the 
client computer is not located within an 
authorized area for the requested software 
download, generating an alert to a 
software administrator server of the 
unauthorized area in which the client 
computer is located while attempting to 
download a restricted application. 

4. The method of claim 2, wherein the first 
and second lists of authorized location 
ranges are stored in the server. 

5. The method of claim 1 , wherein the 
physical location of the computer is 
determined from a Global Positioning 
System (GPS) signal. 

6. The method of claim 1 , wherein the 
physical location of the computer is 
determined from a local enterprise 
generated signal. 

7. The method of claim 6, wherein the 
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enterprise generated signal is confined to 
a single room. 



local enterprise generated signal is 
confined to a single room. 



The sen/ice claims of Application No. 10/674,841 comprise only a series of steps (i.e. 
process/method) therefore the claims in the different applications are not patentably 
distinct. 

Claim Rejections - 35 USC § 102 



(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

9. Claims 1 and 5 are rejected under 35 U.S.C. 102(e) as being anticipated by 



Kyotoku (USPGPub 2003/0110011). 
10. As to claim 1: 



Kyotoky discloses a service for regulating a download of a software from a server 
to a client computer on a network, the regulating being determined by a physical 
location of the client computer on which the software is to be downloaded (see 
Abstract), the service comprising: 

storing a first list of authorized location ranges where a client computer is 
authorized to receive a download of a software from a server (paragraphs 50, 90); 

determining a physical location of the client computer (paragraphs 55, 92); 
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comparing the physical location of the client computer with the first list of 
authorized location ranges (paragraphs 57, 93); 

and downloading ("remote access") the first software only if the physical location 
of the client computer is within the range of one of the authorized location ranges from 
the first list of authorized location ranges (paragraph 94, figures 4 and 7). 

As to claim 5: 

Kyotoky discloses the sen/ice of claim 1 , wherein the physical location of the 
computer is detenmined from a Global Positioning System (GPS) signal (paragraphs 55, 
92). 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 2 - 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kyotoku (PGPub 2003/01 1001 1). 

As to claim 2: 

Kyotoky discloses the service of claim 1 , but he fails to specifically disclose the 
service further comprising: upon determining that the physical location of the client 
computer is not within the first list of authorized location ranges, requesting a download 
of a second software. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to request a second or any number of other downloads if 
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previous requests are rejected. One would have been motivated to request a second 
download because that would allow servers containing a second downloadable software 
to authenticate a client's location in order to push the requested software. 
As to claim 3: 

Kyotoky discloses the service of claim 2, further comprising: upon determining 
that the client computer Is not located within an authorized area for the requested 
software download, generating an alert ("message") issued to a software administrator 
server (paragraph 84). 

As to claim 4: 

Kyotoky discloses the service of claim 2, wherein the first and second lists of 
authorized location ranges are stored in the server (paragraph 93). 
13. Claims 6 -7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kyotoku in view of Wall (USPGPub 2002/0017977). 

As to claim 6: 

Kyotoky discloses the service of claim 1 , but does not disclose the service 
wherein the physical location of the computer is determined from a local enterprise 
generated signal. Wall discloses a similar system to control the use of software by use 
of location where "satellites or other alternate paths" are used to determine location 
(paragraphs 109, 110). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to use Wall's other alternative path such as local 
enterprise generated signal to detennine physical location. One would have been 
motivated to use the local enterprise generated signal to determine location in case it is 
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difficult to use GPS for example where GPS broadcast wave cannot reach a GPS 
receiver. 

As to claim 7: 

Kyotoky and Wall disclose the service of claim 6, Kyotoky further discloses the 
service wherein the local enterprise generated signal is confined to a single room 
("clean room", paragraph 72). 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Fan (US Patent 6,552,682) discloses a method of providing a GPS location of a 
client computer to a server via a network, and sending location relevant information 
(directions, coupons) to the client computer. 

Becker, Jr. et al. (US Patent 6,931,131) discloses a method and system of 
determining the location of a computer using GPS, and allowing the computer access to 
certain information from a host system via a network provided the computer is within an 
authorized location. 

1 5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Samuel G. Neway whose telephone number is 571-270- 
1058. The examiner can normally be reached on Mon - Thur 8:00AM - 5:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Myhre can be reached on 571-270-1065. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infonnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



SGN 
06/14/06 




